REMARKS 



This amendment and related remarks that follow are intended to place the 
subject application in condition for allowance. Specifically, Claims 1-5, 8, 29, 32-36 
and 42 are amended for the reasons described in the sections to follow. No new matter 
is introduced as a result of these amendments. In view of the amendments and the 
following reasoning for allowance, the applicants hereby respectfully request further 
examination and reconsideration of the subject application. 

1. Interview Summary 

The applicants filed an Applicant Initiated Interview Request Form PTOL-413A 
on October 16, 2007. A telephonic interview was subsequently held on October 24, 
2007 between the undersigned and Examiner K. D. Vu, during which the applicants' 
After Final Response was discussed. During this interview it became apparent that the 
Examiner was interpreting the term "ranges" in the claims very broadly. The applicants' 
representative proposed the alternate language "spans each having an upper and lower 
limit". The Examiner stated that this language would overcome the rejections based on 
the cited reference, Dempski. 

2. Claim Amendments 

The claims were amended as follows: 

(a) Independent Claims 1 and 29 were amended to read in part "the second level 
comprises one or more subsets representing the search results grouped via the 
top level category divided into spans each having an upper and lower limit" 
rather than "the second level comprises one or more subsets representing the 
search results grouped via the top level category divided into ranges". 
Dependent Claims 2-5, 8 and 32-36 were amended to conform to the new 
language of Claims 1 and 29. 

(b) Independent Claim 42 was amended to read in part "the even numbers of which 
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comprise one or more subsets representing the search results under 
consideration in the immediately preceding level divided into spans each having 
an upper and lower limit" rather than "the even numbers of which comprise one 
or more subsets representing the search results under consideration in the 
immediately preceding level divided into ranges". 

No new matter is introduced as a result of any of these amendments. 

3. Rejection of Claims 29-33. 35-36 and 42 Under 35 USC S102fe) 

Claims 29-33, 35-36 and 42 were rejected under 35 USC §1 02(e) as being anticipated 
by Dempski et al., U.S. Patent No. 6,727,927 (hereinafter referred to as Dempski). The 
Office Action asserted that Dempski discloses each and every element of the applicants' 
claimed invention. The applicants respectfully disagree. 

In regard to Claims 29-33, 35-36, the Dempski reference does not teach that the 
claimed "second level comprises one or more subsets representing the search results 
grouped via the top level category divided into spans each having an upper and lower 
limit". Rather, this reference teaches a tree based display method that categorizes search 
results at every level. Every single sub-category is displayed under a top-level category in 
the Dempski tree. The Dempski sub-categories are never grouped into subsets, and they 
do represent the search results of the top-level category divided into spans, as claimed by 
the applicants. 

In regard to Claim 42, the Dempski reference does not teach the claimed "even 
numbers of which [tree levels] comprise one or more subsets representing the search 
results under consideration in the immediately preceding level divided into spans each 
having an upper and lower limit". Rather, this reference teaches a tree based display 
method in which every sub-category is displayed under a top-level category. The Dempski 
sub-categories are never grouped into subsets, and they do represent the search results of 
the top-level category divided into spans, as claimed by the applicants. 



10 of 15 



A prima facie case of anticipation is established only when the Examiner can show 
that the cited reference teaches each of the claimed elements of a rejected claim. In this 
case, Dempski lacks a teaching of the applicants' claimed feature whereby "subsets 
representing the search results grouped via the top level category [are] divided into spans 
each having an upper and lower limit", as claimed in Claims 29-33, 35-36; or "subsets 
representing the search results under consideration in the immediately preceding level 
[are] divided into spans each having an upper and lower limit", as claimed in Claim 42. 
Thus, the rejected claims recite a feature that is not taught in cited art, and as such a prima 
facie case of anticipation cannot be established. It is, therefore, respectfully requested that 
the rejection of Claims 29-33, 35-36 and 42 be reconsidered based on the novel claim 
language: 

"wherein the second level comprises one or more subsets representing the 
search results grouped via the top level category divided into spans each 
having an upper and lower limit" (as exemplified in Claim 29); or 

"display a multi-leveled tree in the search results window comprising 
alternating hierarchical levels... the even numbers of which comprise one or 
more subsets representing the search results under consideration in the 
immediately preceding level divided into spans each having an upper and 
lower limit" (as exemplified in Claim 42). 

4. Rejection of Claim 34 Under 35 USC S103fa) 

Claim 34 was rejected under 35 USC §103(a) as being obvious over Dempski in view 
of Christal et al., U.S. Patent No. 6,751,624. It was contended in the Office Action that 
Dempski teaches all the elements of the rejected claims with the exception that the plurality 
of categories comprise a category representing the search results grouped by file size, and 
that the one or more subsets representing the search results grouped by file size 
comprises the results divided into size ranges. However, it was further contended that 
Christal teaches this feature. Thus, it was concluded that it would have been obvious to 
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incorporate the teachings of Christal into Dempski to produce the applicants' claimed 
invention. The applicants respectfully disagree with these contentions of obviousness. 

As stated previously, Dempski does not teach that the claimed "second level 
comprises one or more subsets representing the search results grouped via the top level 
category divided into spans each having an upper and lower limit". Rather, this 
reference teaches a tree based display method that categorizes search results at every 
level. Every single sub-category is displayed under a top-level category in the Dempski 
tree. The Dempski sub-categories are never grouped into subsets, and they do represent 
the search results of the top-level category divided into spans, as claimed by the 
applicants. The Christal reference also lacks a teaching of the claimed "subsets 
representing the search results grouped via the top level category divided into spans 
each having an upper and lower limit". Thus, the cited combination lacks this teaching. 

In order to deem the applicant's claimed invention unpatentable under 35 USC 
§103, a prima facie showing of obviousness must be made. To make a prima facie 
showing of obviousness, all of the claimed elements of an applicant's Invention must be 
considered, especially when they are missing from the prior art. If a claimed element is 
not taught in the prior art and has advantages not appreciated by the prior art, then no 
prima facie case of obviousness exists. The Federal Circuit court has stated that it was 
error not to distinguish claims over a combination of prior art references where a 
material limitation in the claimed system and its purpose was not taught therein {In Re 
Fine, 837 F.2d 107, 5 USPQ2d 1596 (Fed. Cir. 1988)). 

The cited combination lacks a teaching of the applicants' aforementioned claimed 
feature of creating "subsets representing the search results grouped via the top level 
category divided into spans each having an upper and lower limit". The cited 
combination also fails to recognize the advantage of a viewer being able to readily filter 
the search results in the top level category, not by sub-categories, but by an appropriate 
span. Thus, the applicants have claimed a feature not taught in the cited combination, 
and which has advantages not recognized therein. Accordingly, no prima facie case of 
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obviousness can be established in accordance with the holding of In Re Fine. This lack 
of a prima facie showing of obviousness means that the rejected claim is patentable 
under 35 USC §1 03(a). It is, therefore, respectfully requested that the rejection of Claim 
34 be reconsidered based on the non-obvious claim language exemplified in Claim 29: 

"wherein the second level comprises one or more subsets representing the 
search results grouped via the top level category divided into spans each 
having an upper and lower limit". 

5. Rejection of Claims 1-12. 23-28 and 41 Under 35 USC S103(a) 

Claims 1-12, 23-28 and 41 were rejected under 35 USC §1 03(a) as being obvious 
over Dempski in view of McNally, U.S. Patent No. 6,448,985. It was contended in the 
Office Action that Dempski teaches ail the elements of the rejected claims with the 
exception of various claimed features that were contended to be taught in McNally. Thus, 
it was concluded that it would have been obvious to incorporate the teachings of McNally 
into Dempski to produce the applicants' claimed invention. The applicants respectfully 
disagree with these contentions of obviousness. 

In regard to Claims 1-12 and 23-28, the Dempski reference does not teach the 
claimed "displaying... a second level of the tree for one or more of the top level categories, 
wherein the second level comprises one or more subsets representing the search results 
grouped via the top level category divided into spans eacli liaving an upper and lower 
limit". Rather, this reference teaches a tree based display method that categorizes search 
results at every level. Every single sub-category is displayed under a top-level category in 
the Dempski tree. The Dempski sub-categories are never grouped into subsets, and they 
do represent the search results of the top-level category divided into spans, as claimed by 
the applicants. The McNally reference also lacks a teaching of the claimed "subsets 
representing the search results grouped via the top level category divided into spans 
each having an upper and lower limit". Thus, the cited combination lacks this teaching. 
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In regard to Claim 41 , the Dempski reference does not teach that the claimed "second 
level comprises one or more subsets representing the search results grouped via the top 
level category divided into spans each having an upper and lower limit ". Rather, this 
reference teaches a tree based display method that categorizes search results at every 
level. Every single sub-category is displayed under a top-level category in the Dempski 
tree. The Dempski sub-categories are never grouped into subsets, and they do represent 
the search results of the top-level category divided into spans, as claimed by the 
applicants. The McNally reference also lacks a teaching of the claimed "subsets 
representing the search results grouped via the top level category divided into spans 
each having an upper and lower limit". Thus, the cited combination lacks this teaching. 

In view of the foregoing, the cited combinations lack a teaching of the applicants' 
aforementioned claimed feature whereby "subsets representing the search results 
grouped via the top level category [are] divided into spans each having an upper and 
lower limit". The cited combinations also fail to recognize the advantage of a viewer 
being able to readily filter the search results in the top level category, not by sub- 
categories, but by an appropriate span. Thus, the applicants have claimed a feature not 
taught in the cited combinations, and which has advantages not recognized therein. 
Accordingly, no prima facie case of obviousness can be established in accordance with 
the holding of In Re Fine. This lack of a prima facie showing of obviousness means that 
the rejected claims are patentable under 35 USC §1 03(a). It is, therefore, respectfully 
requested that the rejection of Claims 1-12, 23-28 and 41 be reconsidered based on the 
non-obvious claim language: 

"displaying, in response to a user command to do so, a second level of the 
tree for one or more of the top level categories, wherein the second level 
comprises one or more subsets representing the search results grouped via 
the top level category divided into spans each having an upper and lower 
limit" (as exemplified in Claim 1); or 

"a second level of one or more of the top level categories, wherein the 
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second level comprises one or more subsets representing the search results 
grouped via the top level category divided into spans each having an upper 
and lower limit" (as exemplified in Claim 29). 



6. Summary 

In summary, for the reasons set forth above, the applicants believe that rejected 
Claims 1-12, 23-36 and 41-42 of the subject application are in condition for allowance. 
Reconsideration of the rejection of these claims is respectfully requested and allowance 
thereof at an early date is courteously solicited. 




Respe ctfully submitte d. 
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